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Foreword

For this third issue in 2015 of ADR Trends, Afnic invites you
to learn more on page 5 about the views of a SYRELI Rapporteur on the scope of Article L.45-2 paragraph 1 of the French
Electronic Communications and Telecommunications Act
(CPCE) which is taking shape with the decisions of the SYRELI
College.
In parallel, you will learn more about the latest decisions on
each of the items discussed in this review.
Finally, to complete your Syreli kit, Afnic invites you to visit
its website to check out the latest Scope facts and figures.
We hope you find it interesting reading – we’ll be back in
three months!
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Facts and figures

Domain name transfer or deletion rate following a Syreli decision

Since November 2011, the College has handed down 714 decisions.
In 53% of the cases, the College accepted the requested action:


94% of the motions to transfer the domain name



6% of the motions to delete the domain name

For further statistics, check out our Scope reports by following this link
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News
Scope of Article L.45-2 paragraph 1 of the French Electronic
Communications and Telecommunications Act
Since the French law of 22 March 2011, and in particular under the provisions of Article
L.45-6 of the French Electronic Communications and Telecommunications Act (CPCE), Afnic shall rule on any requests to delete or transfer — to the benefit of any person entitled
to bring action — a domain name falling within the scope of the cases provided for in Article L.45-2 of the French Electronic Communications and Telecommunications Act. i.e.:
“The domain name is liable to disrupt public order or morality, or the rights
guaranteed by the French Constitution or French law (L.45-2 paragraph 1);
The domain name is liable to infringe intellectual property rights or personal rights,
unless the Claimant provides proof of a legitimate interest and is acting in good
faith (L.45-2 paragraph 2);
The domain name is identical or related to that of the French Republic, of a local authority or group of local authorities, of an institution or a local or national public
service, unless the Claimant provides proof of a legitimate interest and is acting in
good faith (L.45-2 paragraph 3).
Since the launch of the SYRELI procedure in 2011, only 8% of the requests have been
based on the first paragraph of Article L.45-2 and especially on the infringement of rights
guaranteed by law.
But what is the scope of that legal basis? Does Article L.45-6 of the French Electronic
Communications and Telecommunications Act (CPCE) make the SYRELI College competent to qualify an infringement of that nature?
Decision ref. FR-2015-000977 <ledomainededugny.fr> outlines a reply.
In its application, the Claimant requested the SYRELI College to:
(Cont'd on page 6)
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News
Scope of Article L.45-2 paragraph 1 of the French Electronic
Communications and Telecommunications Act (continuation)


consider the reported facts as breaches of the provisions of the French code of commercial law;



conclude an infringement of rights guaranteed by law, thus allowing the transfer of
the domain name in dispute.

For the first time, the SYRELI College established a guiding principle in considering that
"the penalty for breaches of this nature falls within the scope of a judicial authority; [the
College] cannot rule on claims based on Articles L.45-6 and L.45-2 of the French Electronic Communications and Telecommunications Act (CPCE)".
But if that is the case, when can the SYRELI College consider that a domain name is liable
to infringe rights guaranteed by law?
As SYRELI decisions are made on this legal basis, a guideline seems to be emerging.
In its decision FR-2012-00229, the College considered that the domain name <achatcigarettes.fr> infringed the monopoly on the retail sale of manufactured tobacco:
The College took the view "that the website to which the domain name <achatcigarettes.fr> refers [offering for retail sale manufactured tobacco products], was
intended for a French audience and was liable to infringe a right guaranteed by
law and in particular that governed by Article 568 of the General Tax Code, which
entrusts the monopoly on the retail sale of manufactured tobacco to the State
which exercises same through tobacconists approved by the Claimant."
In its decision FR-2012-00185, the College also considered that the domain name
<mutualité.fr> infringed the prohibition to give any name containing the words "mutual"
in its masculine or feminine form, or "mutual undertaking" to organizations that are not
governed by the provisions of the Mutual Insurance Company Code of Law.
(Cont'd on page 7)
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News
Scope of Article L.45-2 paragraph 1 of the French Electronic
Communications and Telecommunications Act (continuation)
Similarly, on several occasions the College considered that a domain name infringed the
rights guaranteed by law when [the College] could clearly see on the basis of the documents filed that the claimant was a victim of fraud through the registration of a domain
name.
The cases in question involved holders that had registered domain names that were
identical or related to company names (those of the Claimants); they then used
them to create email addresses in order to contact service providers and open customer accounts for the purpose of ordering products from them. The orders delivered to the holders of the domain names were then billed under the names of companies whose corporate names had been usurped1.
Recently, the SYRELI College has gone a step further by basing its decisions on judicial
case law. In these cases, the SYRELI College has repeatedly considered, in view of Article
1382 of the French Civil Code of Law, that a right guaranteed by law had been infringed
by the registration of a domain name identical or related to the distinguishing feature 2 of
a Claimant that had provided proof of a right to that feature when the registration had
primarily been obtained to take advantage of the Claimant’s standing by creating confusion in the minds of consumers.
In these cases, on several occasions the College has handed down decisions on
that basis when the causal relationship between the fault (materialized by the registration of a domain name identical or related to the prior right of the Claimant to
its distinguishing feature) and the damage suffered (risk of confusion in the minds
of consumers) had been established.
These various decisions indicate that the College may only consider an infringement of
the rights guaranteed by law when the Claimant provides evidence of that infringement.
(Cont'd on page 8)
1

Refer to the blog on our website: https://www.afnic.fr/fr/ressources/blog/
escroqueries-et-usurpations-d-identite-experience-d-un-rapporteur-syreli2.html
2

Previously registered brand, corporate name, domain name
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News
Scope of Article L.45-2 paragraph 1 of the French Electronic Communications and Telecommunications Act (continuation and ending)
In these cases, when a monopoly or ban on certain forms of action is involved, it seems
that the evidence is easier to provide;
On the other hand, when the dispute involves two distinguishing features, insofar as the
causal relationship between the registration of the domain name and the loss sustained
by the Claimant has to be proven, it seems that the Claimant encounters greater difficulty
in supporting its request;
The same applies when cases of identity theft or fraud are involved, in which a body of
evidence is needed in order to substantiate the infringement.
Decision FR-2013-00392 ivg.fr stands as a proof. In this case, the Applicant indicated
that the domain name infringed rights guaranteed by the law and specifically those guaranteed by Law No. 2001-588 of 4 July 2001 on the voluntary termination of pregnancy
and contraception without providing evidence to substantiate its claim.
Given the lack of evidence substantiating the infringement and considering that the parties agreed on the informative nature of the website, the College therefore considered
that the documents filed by the Applicant could not be used to establish that the domain
name <ivg.fr> was liable to infringe upon the rights guaranteed by law.
Article L.45-2 paragraph 1 of the French Electronic Communications and Telecommunications Act (CPCE) is little used by Applicants. On the surface, while this legal basis seems
to allow widespread use, in practice it remains difficult to apply.
Through its decisions, the SYRELI College has started to trace the outlines of how to do
so.
The question remains, however, whether Applicants will be bold enough to submit claims
on its basis and thus invite the SYRELI College or the Experts in the new Afnic dispute
resolution procedure to further define its scope.
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Grounds for a claim
Article L.45-2 of the French Electronic Communications and Telecommunications Act (CPCE)

Article L.45-2 paragraph 1 The domain name is liable to disrupt public order or morality, or the rights guaranteed by the
French Constitution or French law;
Article L.45-2 paragraph 2 The domain name is liable to infringe intellectual property rights or personal rights, unless the
Claimant provides proof of a legitimate interest and is acting in
good faith;
Article L.45-2 paragraph 3 The domain name is identical or
related to that of the French Republic, of a local authority or
group of local authorities, of an institution or a local or national public service, unless the Claimant provides proof of a legitimate interest and is acting in good faith.

Any
claim
filed
on
grounds other than those
set out in Article L.45-2
will be declared inadmissible by the College.

Benchmark decisions
1st Paragraph :

3rd Paragraph :

FR-2015-01001 id-cook.fr

FR-2015-00927 caumont27.fr

FR-2015-00994 cliniquedeslandes.fr

FR-2015-00879 centre-valdeloire.fr

FR-2015-00980 unmi.fr

FR-2014-00851 academiefrancaise.fr

2nd Paragraph :

...

FR-2015-00997 amfconcept.fr
FR-2015-00983 creditmutuelgroupe.fr
FR-2015-00970 chronopost-api.fr
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Completeness of the
claim file
The Rapporteur ensures that

1. The application form is complete;
2. The costs of the proceedings have been paid;
3. The domain name has been registered;

If the claim does not comply
with any one of these items, it
is rejected by the Rapporteur.

4. The domain name is not subject to any judicial or
out-of-court proceedings.
The Rapporteur does not verify

[if a complaint has been filed, it ensures that the latter explicitly
the consistency of the docuaddresses the domain name in question]

ments filed by the Parties or
their relevance to the arguments presented.

Benchmark decisions

Judicial or out-of-court proceedings in
progress concerning the domain name
in dispute:

Judicial or out-of-court proceedings in
progress not concerning the domain
name in dispute:

FR-2015-00971 ambassade-benin.fr

F R -2014 -0 0820
salarial.fr

s yn di cat -po rt age -

FR-2015-00967 ambassadebenin.fr
FR-2014-00768 atosho.fr
FR-2014-00747 steico.fr
FR-2014-00679 le-boncoup.fr
FR-2014-00609 toujours-unis.fr
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Admissibility of documents
The College
1. Reserves the right not to accept documents provided in a
foreign language;
2. Not to take into account documents submitted by hyperlink;
3. Not to take into account documents that are not usable;

There may be little evidence but it must be the
RIGHT evidence!

4. Not to take into consideration arguments with no documents
in proof.

Benchmark decisions

On the lack of documents in proof:
FR-2015-00995 littoralmobilier.fr
FR-2015-00992 tiko.fr

On documents submitted by hyperlink:
FR-2015-00992 tiko.fr

On documents provided in a foreign language:
FR-2015-00992 tiko.fr
FR-2015-00989 bkool.fr
FR-2015-00910 hugobossstore.fr
FR-2014-00795 jacuzzi.fr

FR-2015-00989 bkool.fr
FR-2015-00919 leetchi.fr
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Claimant’s right to bring
action
Article L.45 of the French Electronic Communications and Telecommunications Act (CPCE):

"Any individual that has a valid reason for doing so may petition the competent registrar to delete or transfer a domain name for the individual's benefit when the domain
name in question falls within the scope provided for in Article L. L.45-2 […].”
The Claimant has a right to bring action if

1. It has an identical, virtually identical or similar domain name 1
under another TLD for the disputed domain name;
2. If it has a virtually identical or similar domain name 1 under
the same TLD for the disputed domain name;
3. It holds a trademark1, business name1, surname or pseudonym, title of ownership1 (work, patent, design and model etc.)
that is similar, identical or virtually identical to the disputed
domain name.

1

No matter what the date of creation or registration.

In accordance with Article
II.vi.b of the Regulations,
the College does not carry
out
any
further
research.
Any claim submitted by a
Claimant who does not
substantiate his/her/its
right to bring action, will
be declared inadmissible
by the College.

Benchmark decisions
Absence of right to bring action:
FR-2014-00793 vpnfacile.fr
FR-2014-00789 freddy.fr
FR-2014-00707 bambinou.fr
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Eligibility of Claimant
The Claimant is deemed to be non-eligible when

The latter is located outside the territory of a Member State
of the European Union.

A domain name cannot be
transferred to a Claimant
that is ineligible under the
naming policy of the .fr
TLD, even though it may
have a right to bring action.

The claim by a Claimant who is ineligible under the naming
policy of the .fr TLD is admissible if
1. The Claimant requests the transfer of the domain name to one of its subsidiaries which is
located in the territory of a Member State of the European Union, subject to the condition
that it furnishes proof of a legal relationship with the Claimant;
2. The Claimant requests the deletion of the domain name.

Benchmark decisions
Ineligible Claimants:

Claimants ineligible but claim admissible:

FR-2015-00949 wellsfargo.fr

FR-2015-00923 naiequation.fr

FR-2015-00899 dpstream.yt

FR-2015-00921 naifrance.fr

FR-2015-00887 dcshoecousa.fr

FR-2015-00915 murataelectronique.fr

FR-2015-00867 doraemon.fr

FR-2015-00907 arescorp.fr
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Agreement of Holder
The College takes note of the agreement of the Holder if and only if
1. The Claimant has a right to bring action;
2. The agreement of the Holder is explicit;
3. The agreement to transfer the domain name is to the benefit of the Claimant and not to
that of a third party.

In the absence of any one of these provisions, the College continues to study the case considering that the Holder does not agree to transfer or delete the domain name.

Benchmark decisions

Agreement of Holder:
FR-2015-00990 kubity.fr
FR-2015-00987 kaemp8848.fr

Agreement of Holder with no right of Claimant to bring action:
FR-2014-00606 tandm.fr

FR-2015-00873 actual.fr
FR-2014-00853 microsoft-office.fr

Non-explicit agreement of Holder:
FR-2013-00517 nilan.fr

Agreement of Holder to transfer the domain name to a third party:
FR-2012-00038 sportintown.fr
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Refusal or lack of reply from
Holder
The College examines
1. The grounds on which the Claimant bases its claim:


The domain name is liable to disrupt public order or morality, or the rights guaranteed by the French Constitution or French law (L.45-2-1°);



The domain name is liable to infringe intellectual property rights or personal
rights, unless the Claimant furnishes proof of a legitimate interest and is acting
in good faith (L45-2-3°);



The domain name is identical or related to that of the French Republic, of a local
authority or group of local authorities, of an institution or a local or national public service, unless the Claimant furnishes proof of a legitimate interest and is
acting in good faith (L45-2-3°).

2. The lack of any legitimate interest on behalf of the Holder, except in the cases provided
for in Article L.45-2-1° of the French Electronic Communications and Telecommunications
Act (CPCE);
3. The bad faith of the Holder, except in the cases provided for in Article L.45-2-1° of the
French Electronic Communications and Telecommunications Act (CPCE).
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Legitimate interest of
the Holder
Article R.20-44-43 of the Decree of 1 august 2011
The Holder has a legitimate interest if
1. It uses the domain name (or demonstrates that it is prepared to do so) in connection with the offering of goods or services;
2. It is known by an identical name or one related to the domain name EVEN if it has NO right to do so;
3. It has used the domain name for non-commercial purposes:
• without any intention to deceive the consumer,
or
• without damaging the reputation of the other name.

Non-exhaustive list!
The College then assesses
the Holder’s lack of good
faith.
Whatever
the
circumstances, in the absence of legitimate interest, the College will grant
the redress sought by the
Claimant.

Benchmark decisions
Legitimate interest: Use of the domain name
in connection with the offering of goods or
services

FR-2014-00624 wedrive.fr

FR-2015-00997 amfconcept.fr

Absence of any legitimate interest on behalf
of the Holder:

FR-2015-00966 siips.fr

FR-2015-00928 agenda-ademehautenormandie.fr

FR-2015-00927 caumont27.fr

FR-2015-00915 murataelectronique.fr
FR-2014-00795 jacuzzi.fr

Legitimate interest: Is known by an identical
name or one related to the domain name
FR-2014-0000821 benco.fr
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Holder’s lack of good faith
Article R.20-44-43 of the Decree of 1 August 2011
The College has considered that the Holder is in bad faith if

1. It has obtained or requested the domain name primarily in
order to sell, lease or transfer it and not to actually use it (see
following pages);

Non-exhaustive list!

2. It has obtained or requested the domain name in order to
damage the reputation (see following pages) of the Claimant
or of a product or service assimilated with that name;

Whatever
the
circumstances, if the Holder’s
lack of good faith is established, the College will
grant the redress.

3. It has obtained or requested the domain name primarily for
the purpose of take advantage of the Claimant’s reputation by
creating confusion in the mind of the consumer (see following
pages).

Other indications of evidence of a lack of good
faith are taken into consideration by the College
(see below).

Benchmark decisions
Domain name registered in order to disrupt
business activities:

Bad faith established on the basis of a body
of evidence:

FR-2012-00223 reminiscence-paris.fr

FR-2013-00512 creditmutuelbondy.fr

Domain name registered to prevent its registration by a rights holder:

FR-2013-00484 stickers2ouf.fr

FR-2014-00626 centrenautique-saintdizier.fr
FR-2013-00476 leclerc-pharmacie-discount.fr
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Bad faith
Interpretation of Article R.20-44-43 paragraph 1 of Decree
of 1 août 2011
The College must
1. Determine if the Holder can furnish proof of operation of the domain name prior to its proposed sale


If so, the criterion of a lack of good faith cannot be retained.

2. Consider whether the proposal to sell, lease or transfer the domain name is the main goal
of the Holder


If so, the criterion of a lack of good faith may be retained.

Benchmark decisions
Domain name registered primarily for the purpose of selling it:
FR-2014-00718 grosfillexfenetres.fr
FR-2014-00680 intesasanpaolo.fr
FR-2014-00566 publiciz.fr
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Bad faith
Interpretation of Article R.20-44-43 paragraph 2 of Decree
of 1 août 2011
The College must

1. Consider whether the domain name affects the goodwill of the Claimant OR that of an equivalent product or a service

2. Determine whether a prejudice may be caused in the minds of consumers (affecting product awareness, brand awareness, reputation of the Claimant, etc.).


If so, the criterion of a lack of good faith may be retained.

Benchmark decisions
Domain name registered in order to damage the reputation of the Claimant or that of a
product or service assimilated with that name:
FR-2015-00938 adopteunmecgratuit.fr
FR-2014-00815 alexisdurand.fr
FR-2013-00523 intra-clemessy.fr
FR-2013-00443 etreenceinte.fr
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Bad faith
Interpretation of Article R.20-44-43 paragraph 3 of Decree
of 1 août 2011
The College must
1. Determine whether the domain name benefits from the reputation of the Claimant or that of a product or service assimilated with its name

2. Consider, on the basis of the documents in proof, whether
the domain name creates a likelihood of confusion in the
minds of consumers (product awareness, brand awareness,
reputation of the Applicant, etc.)


A French Holder cannot
ignore the reputation of
large companies located
on French territory.

If so, the criterion of a lack of good faith may be
retained.

Benchmark decisions
Domain name registered primarily for the purpose of benefitting from the reputation of
the Complainant by creating confusion in the minds of consumers:
FR-2015-00986 paiementmobile-creditmutuel.fr
FR-2015-00970 chronopost-api.fr
FR-2015-00969 advil.fr
FR-2015-00965 xtraice.fr
FR-2015-00948 varisma.fr
...
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Must-read sections
SYRELI platform: www.syreli.fr
SYRELI decisions: www.syreli.fr/decisions
SYRELI statistics: www.afnic.fr/en/dispute-resolution/tools-andprocedures/parl-alternative-dispute-resolution-procedures/scopeinfography.html
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Parl Expert platform:

Parl Expert decisions:
Parl Expert statistics:

Legal booklets : www.afnic.fr/en/dispute-resolution/
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Guide for rights holders



Booklet « Dispute resolutions made easy »



Guide for domain name holders
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